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BRIEF FOR APPELLANTS 


Jurisdictional Statement 

There are four actions before this Court on this pro¬ 
ceeding. They are Civil Actions 33417 (Appeal 9725), 
33419 (Appeal 9726), 38211 (Appeal 9727) and 38213 
(Appeal 9728). The actions were brought in the District I 
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Court of United States for the District of Columbia by 
the appellees Mallard and Hofheimer. 

The appellant, General Motors Corporation, was named 
as a defendant in each of the actions as the assignee of 
the Lutz application, S. N. 86030 (involved in Action 
33417, Appeal 9725), of the Reeves application, S. N. 
87263 (involved in Action 33419, Appeal 9726), of the 
Reeves application, S. N. 98213 (involved in Action 38211, 
Appeal 9727), and of the Storer application, S. N. 71965 
(involved in Action 3S213, Appeal 9728). The Nash-Kel- 
vinator Corporation, as assignee of the Carney applica¬ 
tion, S. N. 142687, was named, along with Carney, as de¬ 
fendants in each of the actions. They are no longer parties 
to the actions, judgment having been rendered against 
them by default. The applicants Roud and Hallock and 
Servel, Inc., their assignee and licensee respectively, were 
named as defendants in Action 33419, Appeal 9726. They 
are still parties to that action. 

In their complaints, the appellees, Mallard and Hof- 
heimer, assert that jurisdiction over the actions resides 
in the District Court of the United States for the District 
of Columbia by virtue of Sections 63 and 72a of Title 
35 of the United States Code (Appellants’ App. 5). The 
appellants. General Motors Corporation et al, contend that 
the District Court does not have jurisdiction of the actions 
for the reason that the actions were not brought in accord¬ 
ance with Sec. 4915 R. S. (U. S. C., Title 35 Sec. 63), i. e., 
each action was brought while a corresponding appeal was 
pending before the United States Court of Customs and 
Patent Appeals. 

Appellate jurisdiction with respect to these actions re¬ 
sides in this Court by virtue of the Act of February 9, 
1893, C. 74, 27 Stat. 435, as amended, and as incorporated 
in the District of Columbia Code, 1940 Edition, Title 17, 
Sec. 101. 
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The present appeals are special appeals allowed by tfyis 
Court in the order dated April 2, 1948 (Appellants’ App. 
7). The appeals are taken from the orders of the District 
Court denying appellants’ motions to dismiss for lack bf 
jurisdiction (Appellants’ App. 9, 10, 11, 13). The appeals 
are all considered together by agreement because t^ie 
facts are substantially the same on each appeal (Appel¬ 
lants’ App. 8). 

Statement of the Case 

The facts involved on the appeals are set out in detail 
in the Agreed Statement under Rule 76 (Appellants’ App. 
2) and particularly in the chart forming a part of the 
aforesaid Statement (Appellants’ App. '5). Summarizing, 
the facts show (1) that the actions, now before this Court, 
are based upon four different Patent Office interferences 
in each of which the applicant Mallard and the applicant 
Carney were unsuccessful parties, (2) that in each inter¬ 
ference, following the award of priority, the unsuccessful 
party Carney filed an appeal, under Sec. 4911 R. S., to the 
United States Court of Customs and Patent Appeals, and 
(3) that while the aforesaid Carney appeals were pending 
before the United States Court of Customs and Patent 
Appeals, the unsuccessful party Mallard and his assigned 
Hofheimer filed a complaint in each interference in the 
District Court of the United States for the District of 
Columbia. 

I 

Thus, the undisputed facts show that each of the actions; 
now before this Court, was brought by the appellees 
Mallard and Hofheimer after an appeal to the UnitedJ 
States Court of Customs and Patent Appeals had been 
taken by the party Carney and while such appeal was pend¬ 
ing. Accordingly, each action was brought contrary to the 
wording at least of the following provision of Section 4915 
R. S., (hereafter, in this brief, we refer to this provision 
are the “limiting provision” of Sec. 4915 R. S.): 
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“—unless appeal has been taken to the United States 
Court of Customs and Patent Appeals, and such ap¬ 
peal is pending or has been decided, in which case no 
action may be brought under this section,—” 

The present case turns largely upon the meaning of the 
aforesaid limiting provision of Sec. 4915 R. S. Is it, as 
held by Mr. Chief Justice Laws, in overruling appellants’ 
motions to dismiss, a mere formal provision that was fully 
met in these actions since the aforesaid Carney appeals 
were dismissed prior to the active prosecution of these 
actions in the District Court? Or is it, as contended by 
the appellants, a jurisdictional provision that definitely 
prevents the District Court from ever acquiring juris¬ 
diction of these specific actions? 

Continuing with the summary of the pertinent facts, 
the appellants, in each of their answers to appellees’ com¬ 
plaints, denied the jurisdictional averments (Appellants’ 
App. 5). Thereafter appellants moved to dismiss for lack 
of jurisdiction (Appellants’ App. 5). The motions w T ere 
overruled in the orders dated November 26, 1947 (Appel¬ 
lants’ App. 9,10,11,13). In his opinion (Appellants’ App. 
8), Mr. Chief Justice Laws recognized the fact that the 
appellees, Mallard and Hofheimer, when they brought 
these actions, did not meet the requirements of the limit¬ 
ing provision of Sec. 4915 R. S. He held, however, that 
such requirements are merely formal in character and 
that the underlying purpose of Sec. 4915 R. S., had been 
met since the Carney appeals were dismissed before the 
actions, now before this Court, were actively prosecuted in 
the District Court. 

Thereafter, in each action, the appellants filed a notice 
of their intention to apply for allowance of Special Appeal 
(Appellants’ App. 10,11,12,13) and on December 19,1947, 
they filed a petition therefor (Appellants’ App. 5). The 
petition was granted by this Court in the order dated 
April 2,1948 (Appellants’ App. 7). 
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The Statutes Involved 

I 

The portions of the statutes pertinent to these actions 
are as follows: j 

Sec. 4915 R. S. (U. S. C., Title 35, Sec. 63). 

“—whenever any applicant is dissatisfied with the de¬ 
cision of the board of interference examiners,* the 
applicant, unless appeal has been taken to the United 
States Court of Customs and Patent Appeals, apd 
such appeal is pending or has been decided, in which 
case no action may be brought under this section, n^ay 
have remedy by bill in equity,—” 

Act of Mar. 3, 1927, 44 Stat. 1394 (U. S. C., Title ^5, 
Sec. 72a): 

I 

“And upon the filing of a bill in the District Court 
of the United States for the District of Columbia 
wherein remedy is sought under Section 4915 or Sec¬ 
tion 4918 of the Revised Statutes (U. S. C., Title $5, 
Sec. 63 or Sec. 66), without seeking other remedy, if 
it shall appear that there is an adverse party residing 
in a foreign country, or adverse parties residing in a 
plurality of districts not embraced within the same 
State, the Court shall have jurisdiction thereof—.” 

Sec. 4911 R. S. (U. S. C., Title 35, Sec. 59a): I 

“—If any party to an interference is dissatisfied with 
the decision of the board of interference examiners * 
he may appeal to the United States Court of Customs 
and Patent Appeals, provided that such appeal shajd 
be dismissed if any adverse party to such interference 
shall within twenty days after the appellant shall 
have filed notice of appeal according to Section 4912 
of the Revised Statutes (U. S. C., Title 35, Sec. 60), 
file notice with the Commissioner of Patents that he 
elects to have all further proceedings conducted as 
provided in Section 4915 of the Revised Statutes—.” 

* Under old rules, Sec. 4915 referred to “Board of Appeals”. 014 
rules apply to Actions Nos. 38211 and 38213; New Rules apply 
Actions Nos. 33417 and 33419. This applies to Sec. 4911 also. Refer¬ 
ence is made to rules of the Patent Office. 




6 


Sec. 4912 R. S. (U. S. C., Title 35, Sec. 60): 

“When an appeal is taken to the United States Court 
of Customs and Patent Appeals, the appellant shall 
give notice thereof to the commissioner, and file in 
the Patent Office, within such time as the commis¬ 
sioner shall appoint, his reasons of appeal, specifically 
set forth in writing. ” 

Statement of Points 

The points involved on these appeals are as follows: 

1. The provision of Sec. 4915 R. S., (U. S. C., 
Title 35, Sec. 63), defined in the words “—unless ap¬ 
peal has been taken to the United States Court of 
Customs and Patent Appeals, and such appeal is 
pending or has been decided, in which case no action 
may be brought under this section—” is a jurisdic¬ 
tional provision determining exactly when a suit under 
Sec. 4915 R. S., may be brought in a District Court. 
It is not a mere formal provision to be met at any 
time after suit is brought, and prior to the active 
prosecution of the suit. 

2. The provision of Sec. 4915 R. S., referred to in 
paragraph (1) hereof, applies against all the un¬ 
successful applicants to the interference to prohibit 
the filing of a suit under Sec. 4915 R. S., by one or all 
of such unsuccessful parties while an appeal taken 
by any one of the unsuccessful parties is pending 
before the United States Court of Customs and Patent 
Appeals. 

3. The present suits are not suits brought under 
Sec. 4915 R. S., because the admitted facts show that 
each suit was brought after an appeal had been taken 
by one of the unsuccessful parties and while such 
appeal was pending before the United States Court of 
Customs and Patent Appeals. 

4. The Act of Mar. 3,1927, 44 Stat. 1394 (U. S. C., 
Title 35, Sec. 72a) cannot confer jurisdiction on the 
District Court for the District of Columbia with re¬ 
spect to a suit not brought under Sec. 4915 R. S. And 
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like all jurisdictional statutes, the power of Sec. 72a 
to confer jurisdiction depends upon the facts existing 
at the time the suit was filed and jurisdiction there¬ 
under cannot be defeated nor lack of jurisdiction 
thereunder cured by events occurring after the shit 
is filed. 


Summary of Argument 

Under Sec. 72a, the District Court of the United States 
can acquire jurisdiction of these actions only if the actions, 
as originally filed, were brought under Sec. 4915 R. S. The 
undisputed facts sho-w that the actions were brought con¬ 
trary to the wording at least of that provision of Sec. 491^ 
R. S. (hereafter called the limiting provision) which read^ 
as follows: 

i 

“—unless appeal has been taken to the United State^ 
Court of Customs and Patent Appeals, and such appeal 
is pending or has been decided, in which case no actio^i 
may be brought under this section,—” 

Appellants’ argument is, therefore, chiefly concerned 
with the aforesaid limiting provision. If it is a jurisdici 
tional provision and if it means what it says, it follows that 
the District Court does not have jurisdiction of these 
actions. 

Point 1. The right to have the subject matter of an inter^ 
ference reviewed by bill in equity is a right created by Sec. 
4915 R.S. Therefore, the limitations placed upon thatl 
right by the words of Sec. 4915 R. S., are a part of the 
right created. If those limitations are not met when the 
bill is filed, the District Court cannot acquire jurisdiction 
of the subject matter. It has been so stated in Chase v.\ 
Coe, 31 F. Supp. 935; affirmed on appeal, 77 U. S. App. 
D. C. 152; 122 F. (2d) 198. 

Accordingly, the Courts have held the limiting provision 
of Sec. 4915 R. S., to be a jurisdictional provision. They 
have refused to accept jurisdiction of the interference sub- 
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ject matter in a suit filed while an appeal was pending 
before the United States Court of Customs and Patent 
Appeals, (BaJcelite Corporation et al v. National Aniline 
and Chemical Co., et al, C. C. A. 2; 83 F. (2d) 176) or in 
a suit filed after the appeal was decided. Jensen v. 
Lorenz, 6S App. D. C. 39; 92 F. (2d) 992. 

It is only natural and logical for the Courts to hold the 
limiting provision of Sec. 4915 R. S., to be a jurisdictional 
provision for they likewise hold the other limitations of 
Sec. 4915 R.S., to be jurisdictional. For example, the 
Courts refuse to accept jurisdiction of the interference 
subject matter if the plaintiff is a patentee (the statute 
gives the right only to an applicant). They refuse to 
accept jurisdiction of the subject matter in a suit wherein 
all the indispensable parties are not present (the statute 
requires notice to adverse parties). The same is true of 
the other limitations. 

Point 2. It cannot be said that the limiting provision of 
Sec. 4915 R. S., applies only to the applicant who has 
taken the appeal. Chase v. Coe, supra, holds to the con¬ 
trary. Further, Congress fully intended that, in an inter¬ 
ference involving only applicants, the interference subject 
matter should be reviewed by the Court of Customs and 
Patent Appeals or by the District Court but not by both; 
and that each unsuccessful applicant should have the right 
to elect between the remedy provided in Sec. 4911 R. S., 
and the remedy provided in Sec. 4915 R. S. The statutes, 
as now worded, carry out the intention of Congress. The 
statutes would not do so if the limiting provision of Sec. 
4915 R. S., was held to apply only to the applicant who had 
filed the appeal. The statutes, as now' worded, are per¬ 
fectly clear and it is difficult to conceive of any procedure 
fairer, to all the unsuccessful parties, than the procedure 
now outlined in the statutes. 

Point 3. No argument is needed concerning this point for 
the agreed, statement under Rule 76 indicates that the 
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appellees Mallard and Hofheimer brought these actions 
at a time when the Carney appeals were pending before 
the United States Court of Customs and Patent Appeals. 

Point 4. The Act of March 3,1927, 44 Stat. 1394 (U. S. p., 
Title 35 Sec. 72a) is a special jurisdictional Statute. Tljiis 
Court has held that jurisdiction thereunder must be deter¬ 
mined by the facts existing at the time the suit was fil^d. 
Therefore the District Court cannot acquire jurisdiction 
of these actions under Sec. 72a because the suits as origi¬ 
nally filed were not suits brought under Sec. 4915 R. S. 

j 

i 

Argument 

Point 1. The right of any party, unsuccessful in a Patent 
Office interference, to file a bill in equity, is a right created 
by Section 4915 R.S. It would seem, therefore, that the 
limitations placed upon that right by Sec. 4915 R. S., con¬ 
stitute a part of the right conferred and that compliance 
with such limitations is essential to the assertion of tlje 
right. United States ex rel Texas Portland Cement Co. v. 
McCord et at , 233 U. S. 157; 34 S. Ct. 550. 

Substantially that same statement has been made by tl^e 
District Court for the District of Columbia in Chase v. Co 
31 F. Supp. 935, affirmed on appeal, 77 U. S. App. D. CJ. 
152; 122 F. (2d) 198 in the following language: 

“The remedy provided by Sec. 4915 R.S., (U. S. Ci, 
Title 35, Sec. 63) is purely statutory and may be in|- 
voked only in the manner provided by statute and this 
Court has jurisdiction only when the remedy pro^ 
vided is pursued in the manner in which Congress 
has required. If the jurisdiction is not so invoked 
the Court lacks jurisdiction of the subject matter.” 

Of the several limitations placed upon the right con¬ 
ferred in Sec. 4915 R.S., w r e are primarily concerned, at 
this time, with the limitations contained in what vre have 
called the “limiting provision” of Sec. 4915 R.S. That! 

i 
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provision specifically prohibits the bringing of a suit under 
Sec. 4915 R.S., if an appeal has been taken to the 
United States Court of Customs and Patent Appeals and 
such appeal is pending or has been decided. We know of 
no authority holding or even inferring that the aforesaid 
limiting provision is merely formal in character. On the 
contrary there are several authorities indicating quite 
clearly that it is not a mere formal provision and that 
the District Court cannot acquire jurisdiction of an action 
under Sec. 4915 R.S., if at the time the action was 
filed, an appeal was pending before the United States 
Court of Customs and Patent Appeals. 

In Jensen v. Lorenz , 68 App. D. C. 39; 92 F. (2d) 992, 
Jensen was the unsuccessful party in a Patent Office inter¬ 
ference. Jensen filed an appeal in the interference to the 
United States Court of Customs and Patent Appeals but 
he failed to perfect his appeal. Accordingly his appeal 
was dismissed. Thereafter he filed a bill in equity in the 
District Court for the District of Columbia. His bill was 
correctly dismissed and on appeal, this Court, affirming 
the decree of the lower Court, said 

‘‘It has been ruled that an appellant in a patent 
interference cannot dismiss an appeal to the United 
States Court of Customs and Patent Appeals without 
prejudice for the purpose of conferring jurisdiction 
on the District Court in an equity suit involving the 
same issues. Walter v. Vanderveer, 63 F. (2d) 540 .’’ 
(Italics ours) 

If this Court had considered the limiting provision of 
Sec. 4915 R.S., to be a mere formal provision, i. e., if this 
Court had held to the theory advanced in these present 
suits by the Court below, it is almost certain that the 
Jensen bill in equity would not have been dismissed. We 
say this because the facts show the Jensen appeal to the 
United States Court of Customs and Patent Appeals had 
been dismissed not only before his suit in equity had been 
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actively prosecuted but actually before his bill in equity 
had been filed. 

I 

Analyzing this Jensen case more carefully, it is very 
important to note that when an applicant party to an 
interference files an appeal to the United States Court of 
Customs and Patent Appeals, as provided in Sec. 4911 
R.S., he does not waive his right to proceed thereafter 
by w r ay of a bill in equity under Sec. 4915 R.S. (Tte 
waiver clause contained in the first sentence of Sec. 4911 
R.S., applies only to ex parte appeals \) 

Actually the only statutory provision that prevents such 
an appellant from filing thereafter a bill in equity under 
Sec. 4915 R.S., is the limiting provision of Sec. 4915 R.S. 
If this limiting provision is a mere formal provision, 
how can we—knowing the reluctance of the Courts io 
penalize a party for failure to meet a mere formed 
provision—explain the consistent refusal of the United 
States Court of Customs and Patent Appeals to dismiss 
an applicant’s appeal in order to permit him to proceed 
by bill in equity under Sec. 4915 R. S., or to explaih 
the consistent refusal of the District Courts to accept 
jurisdiction of an equity suit filed by an applicant while 
his appeal is pending before the United States Court of 
Customs and Patent Appeals, (Cases reviewed in Presto^ 
v . WUte, C. C. P. A., 92 F. (2d) 813; 35 U. S. P. Q., 359)L 
We can explain such cases only if we hold to the theory 
that the Courts have accepted the limiting provision of 
Sec. 4915 R.S., to be jurisdictional in character. 

We have the same situation in Bakelite Cory, et al v\ 
National Aniline & Chemical Co., et al, C. C. A. 2, 83 F. 
(2d) 176, where Bakelite, after filing an appeal under Sec. 


1 The waiver clause of Sec. 4911 R. S., was probably limited to ex 
parte appeals because in inter partes appeals the applicant’s appeal isj 
frequently blocked as prescribed in Sec. 4911 R.S., and the appellant 
forced to file a bill in equity under Sec. 4915 R.S., which he would be in 
no position to do if he had waived his right to do so. 
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4911 R. S., thereafter filed a bill in equity. The defendant 
moved “—to dismiss on the ground that the District Court 
lacked jurisdiction because Weiss and Downs (Bakelite) 
had taken an appeal from the adverse decision of the 
Patent Office to the Court of Customs and Patent Ap¬ 
peals, where it was still pending.—” Here again the 
only statutory provision preventing the District Court 
from acquiring jurisdiction of the suit in equity was the 
limiting provision of Sec. 4915 R-. S. 

The Court accepted that provision as jurisdictional in 
character and properly dismissed the bill. The Court 
said 

“Accordingly, the appeal is still pending. Hence no 
suit could be brought under Section 63, and the bill 
was rightly dismissed.” 

There is nothing particularly unusual about the afore¬ 
said authorities for, in line with Chase v. Coe, supra, the 
courts have uniformly held that the remedy provided in 
Sec. 4915 R.S., is available to an applicant only if pur¬ 
sued by him exactly in the manner prescribed in Sec. 
4915 R.S. For instance, in construing other provisions 
of Sections 4915 and 4911 of the Revised Statutes, the 
courts have refused to accept jurisdiction of a suit as¬ 
serted to be filed under Sec. 4915 R.S., by anyone other 
than an applicant, for example a patentee 2 ; or of a suit 
wherein the applicant is not dissatisfied with a final de¬ 
cision of the board of interference examiners 3 ; or of a 
suit wherein all the indispensable adverse parties are not 
before the court, either actually or constructively within 


-Preston et al v. White, C. C. P. A. 92 F. (2d) 813; 35 U. S. P. Q. 
359 and cases cited therein. 

3 American Cable Co. v. J. A. Roeblinq’s Sons Co., 13 U. S. P. Q. 302; 
62 App. D. C.. 168; 65 F. (2d) 801; 17 U. S. P. Q. 451; DeshUl Lab. Inc., 
v. Squibb & Son et al, S. Ct. D. C., 9 U. S. P. Q. 414; 1931 C. D. 13; 
Synthetic Plastics Co. et al v. Ellis Foster Co., et al, C. C. A. 3; 78 F. 
(2d) 847. 
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the time prescribed for filing the suit 4 ; or of a suit ffled 
after the time prescribed in Sec. 4911 R.S., for filing the 
bill following the dismissal of an appeal pursuant to no¬ 
tice under Sec. 4911 R. S. 5 

But aside from all the authorities, consider the pos¬ 
sible consequences resulting from the use of the theory 
advanced by the Court below, i. e., that the limiting pro¬ 
vision of Sec. 4915 R.S., was satisfied in these cases be¬ 
cause the appeals to the United States Court of Customs 
and Patent Appeals were dismissed prior to the active 
prosecution of the suits asserted to be brought under 
Sec. 4915 R.S. At the outset, under such a theory we 
are confronted with the question—when does active 
prosecution of a suit begin? Does it begin with the filihg 
of the complaint; with the filing of a motion, such as a 
motion for particulars or for discovery or for dismissal 
for lack of jurisdiction? Does it begin with the filing bf 
the answer, or with the taking of depositions before trial? 
But whatever stage of the proceeding we accept as lie 
stage where active prosecution begins, is not that stage 
reached much quicker in some cases than in others, de¬ 
pending upon the skill and willingness of the parties in¬ 
volved? Surely Congress did not intend that jurisdic¬ 
tion under Sec. 4915 R.S., should depend upon such in¬ 
tangible factors as these. 

i 

Concluding our argument on this point we submit thajt 
the limiting provision of Sec. 4915 R. S., is jurisdic¬ 
tional in character and that, in accordance therewith the 
District Court cannot acquire jurisdiction of these action^ 
because they were filed or brought at a time when th$ 
bringing of a suit under Sec. 4915 R. S., was prohibited 

I 

■ 

4 Klumb v. Roach et al, C .C. A. 7; 151 F. (2d) 374; 67 U. S. P. Q. 158; 
Nachod v. Automatic Signal Corp., et al, 105F. (2d) 981; U. S. v. Waskr 
ington Institute of Tech., Inc., C. C. A. 3, 138 F. (2d) 25; 58 U. S. P. Q. 
503; Solomon v. Schlicker, D. C. N. Y., 58 F. Supp., 444 ; 63 U. S. P. Q 4 
348. 

5 American Fomon Co., et al v. Amdyco Corp., D. C., S. D. N. Y.; 15 
U. S. P. Q. 285. 



14 


Point 2. In the Court below, the plaintiffs contended that 
the limiting provision of Sec. 4915 R. S., applies only to 
the applicant who has taken the appeal under Sec. 4911 
R. S. In other words plaintiffs contended that the words 
of Sec. 4915— “—unless appeal has been taken—” 
should be read as if the word “his” was inserted be¬ 
tween “unless” and “appeal”, so as to read “unless 
(his) appeal has been taken—,”. Apparently the Court 
below did not accept plaintiffs’ contention and rightly so, 
for to do so would have required the Court below, first to 
overrule Chase v. Coe, 31 F. Supp. 935; on appeal at 79 
U. S. App. D. C. 152; 122 F. (2d) 198; and secondly, to hold 
contrary to the obvious intention of Congress. In the 
Chase case, Chase had been involved in a prior interfer¬ 
ence in which priority had been awarded to him by the 
Patent Office, but on appeal to the United States Court 
of Customs and Patent Appeals taken by Chase's oppo¬ 
nent, the Patent Office decision was reversed. Thereafter, 
ex parte, Chase sought to bring suit under Sec. 4915 R. S., 
with respect to the same subject matter. No one can 
deny that this Court properly dismissed Chase’s bill in 
equity or that Congress ever intended to permit a de¬ 
feated applicant, under the circumstances of the Chase 
case, to bring suit under Sec. 4915 R.S. Yet if we accept 
plaintiffs’ contention, as made in the Court below, we 
must consider Chase v. Coe as incorrectly decided, be¬ 
cause Chase had not taken an appeal to the United States 
Court, of Customs and Patent Appeals. 

Actually there is a very good reason for the broad 
language of Sec. 4915 R.S., to-wit, “unless appeal has 
been taken—.” That reason becomes quite apparent 
when the statutory language is considered in the light of 
the intention of Congress. Everyone will agree, we be¬ 
lieve, that Congress fully intended, in an interference in¬ 
volving only applicants, (1) that the interference issue 
should be reviewed either on appeal under Sec. 4911 R.S., 
or by a bill in equity under Sec. 4915 R.S., but not under 
both, and (2) that each unsuccessful applicant should have 
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the right to elect between the remedy provided in $ec. 
4911 R.S., and the remedy provided in Sec. 4915 R.S., 
subject only to the condition that the remedy by way of 
appeal under Sec. 4911 R.S., should be available only if 
mutually satisfactory to all applicants, both successful 
and unsuccessful. To accomplish its first objective, Con¬ 
gress provided in Sec. 4915 R.S., the broad provision 
“unless appeal has been taken—”, knowing and intend- 
ig that, in interferences such as we have here, such pro¬ 
vision would prevent all the unsuccessful parties, for Ex¬ 
ample, Mallard and Carney, from filing a bill in equity 
under Sec. 4915 R.S., if an appeal by one of the unsuc¬ 
cessful parties, for example Carney, was pending befqre 
the United States Court of Customs and Patent Appeals. 

To accomplish its second objective, Congress provided 
in Sec. 4911 R.S., the language “provided that such ap¬ 
peal shall be dismissed if my adverse party to such inter¬ 
ference shall—file notice—that he elects to have all fur¬ 
ther proceedings conducted as provided in Sec. 4915— J” 
(Italics ours) By this language Congress gave to Mallard 
the right to have Carney’s appeal dismissed thereby to 
clear the way for the filing of his own bill in equity under 
Sec. 4915 R. S. The very fact that Congress gave to the un¬ 
successful party Mallard the right to bring about a dis¬ 
missal of the Carney appeal, shows quite conclusively 
that Congress fully realized and fully intended that the 
limiting provision of Sec. 4915 R.S., would prevent 
Mallard from filing a bill in equity as long as the Carney 
appeal was pending before the United States Court of 
Customs and Patent Appeals. There is no other expla¬ 
nation for the broad language of Sec. 4911 R.S., giving 
to any adverse party the right to bring about a dis¬ 
missal of an appeal taken by some other party to the 
interference. 

It is difficult to conceive of any procedure fairer to 
the unsuccessful parties than that outlined by Congressi 



i 
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It permits Mallard to appeal under Sec. 4911 R.S., or file 
a bill in equity under Sec. 4915 R.S., but it provides that 
if he desires to file a bill in equity under Sec. 4915 R.S., 
after Carney has appealed, he must first have Carney’s 
appeal dismissed in accordance with the procedure out¬ 
lined in Sec. 4911 R.S. Of course this provides a little 
extra thought and effort on Mallard’s part but Congress 
was correct in imposing such extra effort on Mallard in 
its effort to accomplish its first objective—namely to 
prevent the interferences from being heard under both 
sections of the statute. 

Under appellees’ contention, as advanced in the Court 
below-, Mallard w-ould have the right to file a bill in 
equity under Sec. 4915 R.S., while Carney’s appeal was 
pending before the United States Court of Customs and 
Patent Appeals. Camev, on the other hand, would not 
have that right nor would he have the right to file a 
counterclaim in his answer to the Mallard complaint. 
Thus each interference would be before both Courts at 
the same time but in neither action would all the indis¬ 
pensable parties be present. Surely Congress did not 
intend to create such a situation vrhen it used the clear 
and unambiguous words of the limiting provision of Sec. 
4915 R.S. 

Concluding our argument on point 2, w*e submit that 
Congress intended the limiting provision of Sec. 4915 
R. S., to apply to all of the unsuccessful parties to an 
interference. It has been so held by this Court. 

Point 3. The point requires no argument for the Agreed 
Statement under Rule 76 (Appellants’ App. 2) states 
that the appellees Mallard and Hofheimer brought each 
of these actions after the corresponding Carney appeal 
had been taken and before such appeal had been dismissed 
by the United States Court of Customs and Patent Appeals. 

Point 4. The Act of March 3,1927, 44 Stat. 1394 (U. S. C., 
Title 35, Sec. 72a) is the only statute under which the 
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District Court for the District of Columbia can cla^m 
jurisdiction of these suits. This statute is a special juris¬ 
dictional statute. It deals with suits brought under Sec¬ 
tion 4915 or Section 4918 of the Revised Statutes as indi¬ 
cated in the following quoted portion of the statute: 

“And upon the filing of a bill in the District Cou^t 
of the United States for the District of Columbia 
'wherein remedy is sought under Section 4915 or 
Section 4918 of the Revised Statutes— 

As a rule, the Courts hold, in construing special juris¬ 
dictional statutes such as Sec. 72a, that jurisdiction there¬ 
under must be determined by the facts existing at tl^e 
time the suit is filed. That is, jurisdiction existing at thje 
time the suit was brought cannot be defeated by eventjs 
occurring thereafter nor can lack of jurisdiction existing 
when the suit is filed be cured by after-occurring events. 
United States ex rel Texas Portland Cement Co. v. McCord 
et al., 233 U. S. 157; 34 S. Ct. 550; Bowles v. Sanderoiviti, 
65 F. Supp. 548. This Court has so held in Robinson y. 
Wayne , 78 U. S. App. D. C., 15; 136 F. (2d) 767. 

I 

It follows therefore that jurisdiction of these action^ 
is not conferred upon the District Court of the Uniteq 
States for the District of Columbia by Sec. 72a of the 
statute for the reason that the actions, as originally filed^ 
were not actions brought under Sec. 4915 R.S. 

i 

Conclusions 

All the authorities and all the logic seem to indicate 
that the District Court lacks jurisdiction over these actions 
for the reason that they are not suits brought under Sec. 
4915 R.S. That they are not suits brought under Sec. 
4915 R.S., is no fault of the appellants. The suits were 
brought by the appellees Mallard and Hofheimer. The 
issue—lack of jurisdiction—was raised in appellants ’ an¬ 
swer, not of necessity (lack of jurisdiction over the subject 
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matter may be raised at anytime), but merely to put 
appellees on notice that appellants were of the opinion 
that the suits were improperly brought. Appellees could 
have asked for particulars long ago. They could have 
had the issue tried long prior to the expiration of the 
time allowed for the filing of suits under Sec. 4915 R.S. 

There are no equities whatever in appellees * favor. 
They lost no rights by reason of the filing of these suits, 
for they had no rights under Sec. 4915 R.S., when these 
suits were filed. If they have lost rights, it is only 
because they failed to exercise their rights when they had 
them. 

We submit therefore that the District Court does not 
have jurisdiction of these actions and that the decision 
of the District Court should be reversed and the actions 
dismissed. 

Respectfully submitted, 

John G. Sbaebaro 

952 National Press Bldg. 

Washington, D. C. 

Attorney for Appellants . 

R. R. Candor, 

G. H. Strickland, 

300 Taylor Street 

Dayton 1, Ohio 

Of Counsel. 
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RECORD ON APPEAL 

2 Agreed Statement Under Ride 76 

These Civil Actions, Nos. 33417, 33419, 38211 and 
3S213, are before the Court of Appeals for the District of 
Columbia on an order allowing a special appeal. The order 
is dated April 2, 1948. The actions have been consolidated 
for the purpose of trial and for this appeal. 

Civil Action 33417 (Appeal No. 9725) is based upon 
Patent Office Interference 78099. This interference was 
declared on or about May 15, 1941 and the Board of Inter¬ 
ference Examiners awarded priority of invention therein 
to Lutz on or about December 10,1945. At the time of the 
Board’s decision the interference included an application 
of Lutz, S.N. 86,030 filed June 19, 1936 (assigned to the 
General Motors Corporation), an application of Carney, 
S.N. 230,944 (assigned to Nash-Kelvinator Corporation) 
filed September 21,1938 and an application of Mallard S.N. 
204,646 filed April 27,1938 (owned in part by H. Clay Hof- 
heimer, II.). Lutz (General Motors Corporation) was the 
successful party. Mallard and Carney were the unsuccess¬ 
ful parties. 

Following the Board’s decision, Carney, on January 28, 
1946 filed an appeal, under Sec. 4911 R.S., to the United 
States Court of Customs and Patent Appeals, as provided 
in Sec. 4912 R.S. On February 4,1946 Mallard gave notice 
of election under Sec. 4911 R.S. Mallard and Hofheimer, 
II, filed the Complaint in Action 33417 on February 27, 
1946, naming the parties indicated in the caption of this 
record. The Court of Customs and Patent Appeals, on 
March 20, 1946, dismissed Carney’s appeal, pursuant to 
Mallard’s notice of election. 

Civil Action 33419 (Appeal 9726) is based upon Patent 
Office Interference 78118. This interference was de- 

3 clared on or about April 5, 1940 and the Board of 
Interference Examiners, on or about December 10, 

1945 awarded priority of invention therein to Hallock with 
respect to Count 1 and to Reeves with respect to Count 2. 
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At the time of the Board’s decision the interference in¬ 
cluded the application of Reeves, S.N. 87,263 filed May; 7, 
1938, renewal of application filed June 25, 1936 (assigned 
to General Motors Corporation), an application of Roud 
S.N. 110,077 filed November 10, 1936 (assigned to Serv^l, 
Inc.), an application of Carney S.N. 142,687 filed May 14, 
1937 (assigned to Nash-Kelvinator Corporation), an appli¬ 
cation of Hallock S.N. 147,238 filed June 9, 1937 (under 
which Servel, Inc., is a licensee) and an application of Mal¬ 
lard S.N. 204,646 filed April 27, 1938 (owned in part by H. . 
Clay Hofheimer, II). Reeves was successful with respect 
to Count 2, Hallock with respect to Count 1. Mallard, Cat- 
ney and Roud were unsuccessful with respect to all countk. 

Following the Board’s decision, Carney, on January 28, 
1946, filed an appeal to the United States Court of Customs 
and Patent Appeals under Sec. 4911 R.S., as prescribed in 
Sec. 4912 R.S. On February 4, 1946, Mallard gave Notice 
of election under Sec. 4911 R.S. Mallard and Hofheimeii, 

II filed the Complaint in Action 33419 on February 27j, 
1946, naming the parties indicated in the caption of thik 
record. The Court of Customs and Patent Appeals disf 
missed the aforesaid Carney’s appeal on March 20, 1946, 
pursuant to Mallard’s notice of election. 

Civil Action 38211 (Appeal 9727) is based upon Patent 
Office Interference 75449. This interference was re-formed 

I 

on qt about May 15, 1941 and the Board of Appeals, 

4 on or about October 31, 1946, awarded priority of 

invention therein to the party Reeves. At the time 
of the Board’s decision the interference involved the appli¬ 
cation of Reeves, S.N. 98,213, filed October 27, 1936 (as¬ 
signed to General Motors Corporation), the application of 
Carney, S.N. 230,944 filed September 21, 1938 (assigned 
to Nash-Kelvinator Corporation) and an application of 
Mallard, S.N. 204,646, filed April 27, 1938, (owned in part | 
by H. Clay Hofheimer, II). Reeves was the successful | 
party. Mallard and Carney were the unsuccessful parties. 
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Following the Board’s decision, Carney, on December 18, 
1946, filed an appeal under Sec. 4911 R.S., to the United 
States Court of Customs and Patent Appeals. Mallard 
gave notice of election on January 6, 1947, under Sec. 4911 
R. S. Mallard and Hofheimer, II filed the Complaint in 
Action 3S211 on December 23, 1946, naming the parties 
indicated in the caption of this record. The Court of 
Customs and Patent Appeals dismissed the aforesaid Car¬ 
ney appeal on February 7, 1947, pursuant to Mallard’s 
. notice of election. 

Civil Action 3S213 (Appeal 9728) is based upon Patent 
Office Interference 75441. This interference was re-formed 
on or about May 15, 1941 and the Board of Appeals on or 
about October 31,1946 awarded priority of invention there¬ 
in to the party Storer. At the time of the Board’s decision 
the interference included an application of Storer, S.N. 71,- 
965, filed March 31,1936 (assigned to General Motors Cor¬ 
poration), an application of Carney, S.N. 230,944, filed Sep¬ 
tember 21,193S (assigned to the Nash-Kelvinator Corpora¬ 
tion) and an application of Mallard, S.N. 204,646 filed April 
27,193S (owned in part by H. Clay Hofheimer, II). Storer 
was the successful party. Mallard and Carney were the 
unsuccessful parties. 

5 Following the aforesaid decision of the Board, 

Carney filed an appeal, under Sec. 4911 R.S., to the 
United States Court of Customs and Patent Appeals on 
December 18, 1946. Mallard gave notice of election on 
January 6, 1947, under Sec. 4911 R.S. Mallard and Hof¬ 
heimer, II filed the Complaint in Action 38213 on December 
23,1946, naming the parties indicated in the caption of this 
record. The Court of Customs and Patent Appeals, on 
February 7, 1947, dismissed the aforesaid Carney appeal, 
pursuant to Mallard’s notice of election. 

The pertinent facts and the dates thereof, referred to 
above, are set out in chart form as follows: 
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Civil Action 

33417 

33419 

38211 

38213 

Supporting Interference 
Date: Pat. Off. decision 

78099 

78118 

75449 

75441 

| 

Awarding priority of in¬ 
vention 

Dec. 10, '45 

Dec. 10, '45 

Oct. 31, '46 

Oct. 31, '46 

Date: Carney Appeal to 

C. C. P. A. 

Date: Mallard's Com¬ 

Jan. 28, '46 

Jan. 28, '46 

Dec. 18, '46 

1 

Dec. 18, '46 

plaint filed 

Date: Dismissal of Car¬ 

Feb. 27, '46 

Feb. 27, '46 

Dec. 23, '46 

Dec. 23, '46 

| 

ney Appeal 

Date: Mallard Notice un¬ 

Mar. 20, '46 

Mar. 20, '46 

Feb. 7, '47 

F^b. 7, '47 
Jak 6, '47 

der Sec. 4911 R. S. 

Feb. 4, '46 

Feb. 4, '46 

Jan. 6, '47 


In each of the Complaints, the plaintiffs, Mallard anq. 
Hofheimer, II, pleaded the District Court had jurisdiction 
over the action and over the defendants under the provisioij. 
of Sec. 63 and 72a of title 35 of the United States Code. Iij 
each of the Answers filed by defendants General Motors 
Corporation, and its assignor, this jurisdictional averment 
was denied. In each of these actions, Carney and 
6 his assignee, Nash-Kelvinator Corporation, failed 
to file an answer and judgment by default was 
rendered agamst them on or about October 1, 1947. They! 
are no longer parties to these actions. 

On or about September 12, 1947, the defendants General 
Motors Corporation et al, filed a motion to dismiss, in each 
Civil Action, on the ground that the District Court had no | 
jurisdiction because each suit has been brought while a 
corresponding appeal was pending before the United States 
Court of Customs and Patent Appeals. Each such motion 
to dismiss was denied by the Hon. Chief Justice Bolitha J. j 
Laws by orders dated November 26, 1947. His opinion 
was dated November 13, 1947. 

Thereafter on November 28,1947, the defendants General 
Motors Corporation et al, filed in each Civil Action, a notice 
of intention to apply for allowance of Special Appeal to 
the Court of Appeals, and on December 19, 1947, filed a 
petition therefor. The petition w r as granted by an order 
of the Court of Appeals for the District of Columbia, dated I 
April 2, 1948. 

| 

I 

I 


I 


I 
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The Clerk of the District Court is requested to include, 
as a part of this agreed statement, a copy of each of the 
following papers: 

L The order, dated April 2, 1948, of the United States 
Court of Appeals for the District of Columbia, allowing 
a special appeal in each of these actions from the orders 
of the Hon. Chief Justice Bolitha J. Laws. 

2. The order consolidating the cases for the purpose of 
a single record. 

3. The opinion, dated November 13, 1947, by the Hon. 
Chief Justice Bolitha J. Laws, overruling the motions to 
dismiss filed by the defendants, General Motors Corpora¬ 
tion et aL 

7 4. The order, dated November 26,1947 overruling 

the motion to dismiss filed by the defendants, Gen¬ 
eral Motors Corporation et al, in Civil Action 33417. 

5. The notice of intention to apply for allowance of 
special appeal in Civil Action 33417. 

6. The order, dated November 26, 1947, overruling the 
motion to dismiss filed by the defendants, General Motors 
Corporation et al, in Civil Action 33419. 

7. The notice of intention to apply for allowance of 
special appeal in Civil Action 33419. 

S. The order, dated November 26, 1947, overruling the 
motion to dismiss filed by the defendants, General Motors 
Corporation et al, in Civil Action 38211. 

9. The notice of intention to apply for allowance of 
special appeal in Civil Action 38211. 

10. The order, dated November 26, 1947, overruling the 
motion to dismiss filed by the defendants, General Motors 
Corporation et al, in Civil Action 38213. 

1L The notice of intention to apply for allowance of 
special appeal in Civil Action 38213. 

12. The attached Concise Statement of the Points to be 
Belied upon by the Appellants, General Motors Corporation 
et aL 

13. Approval of this record by the United States District 
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Court for the District of Columbia. 

14. Certification of this record by the United 
States District Court of the District of Columbia. 

(S) John G. Sbarbaro 
John G. Sbarbaro 
952 National Press Bldg. 
Washington 4, D. C. 
Attorney for Defendant- 
Appellants General Mo- 


(s) A. Yates Dowell 
A. Yates Dowell 
1158 Munsey Bldg., 
Washington 4, D. C. 
Attorney for Appellees 
Mallard & Hofheimer, II 
(s) Cameron, Kerkam & Sutton 
Cameron, Kerkam and Sutton 
700 Tenth St., N. W., 
Washington 1, D. C. 
Attorneys for Appellees 
Hallock & Servel, Inc. 

(s) Oliver S. Titcomb 
Oliver S. Titcomb 
% Servel, Inc. 

51 East 42nd St, 

New York 17, N. Y. 
Attorney for Appellees 
Roud and Servel, Inc. 


tors Corporation et al 


(Appeals Nos. 9725, 9726, 9727, 9728. 

Civil Actions 33417, 33419, 38211, 38213.) 

Order 

On consideration of the petition for allowance of 
special appeals from the orders of Mr. Chief Justice 
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Bolitha J. Laws entered in these causes on November 26, 
1947, in the District Court of the United States for the 
District of Columbia, and of respondents’ objections and 
supplemental memo in opposition to said petition, It is 

ORDERED by the Court that special appeals from said 
orders be, and they are hereby, allowed. 

Per Curiam. 

Dated April 2, 1948. 

United States Court of 
Appeals 

for the District of Columbia 

Filed April 2, 1948, Joseph W. Stewart, Clerk 

A true Copy, 

Test: Joseph W. Stewart 

Clerk of the United States Court of Appeals 
for the District of Columbia. 


Filed Oct 1,1947, Harry M. Hull, Clerk 

10 Order for Consolidation 

Upon considering Motion by Plaintiff that the Ac¬ 
tions be consolidated, it is ordered that the Motion be and 
it is hereby granted, and it is further ordered that these 
Actions be and they are hereby consolidated, pursuant to 
stipulation dated March 31, 1947. 

(S) J. W. M. 

10/1/47. 

Washington, D. C. 

April 2, 1947 

(S) Jas. W. Morris 
Justice 
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(Civil Actions 33417, 33419, 38211, 38213.) | 

Filed Nov. 13, 1947, Harry M. Hull, Clerk 

11 In my opinion plaintiffs should not be compelled to 
suffer forfeiture of substantial rights to sue in this 

Court through their failure to follow the formal require! 
ments of a statute when the underlying purpose of th^ 
statute has been accomplished. The statute applicable tc) 
these cases, § 4915 R. S.; 35 U. S. C. § 63, seeks to prevent) 
prosecution in this Court of a suit involving a patent ap! 
plication at a time when a suit involving the same applica¬ 
tion is pending in the United States Court of Customs 
and Patent Appeals. Since the suits were dismissed in 
the United States Court of Customs and Patent Appeals 
before the suits in this Court were actively prosecuted, 
the underlying purpose of the statute has been met. None 
of the parties will be prejudiced by permitting pro- 

12 ceedings to be prosecuted at this time. I 

Motions to dismiss accordingly will be overruled. 
(S) Bolitha J. Laws 
Chief Justice 

November 13,1947 


(Civil Action 33417.) 

Filed Nov. 26, 1947, Harry M. Hull, Clerk 
13 Order 

i 

This cause having been heard on defendants* Gen- | 
eral Motors Corp. motion to dismiss on the ground of | 
lack of jurisdiction the motion is hereby overruled. 

(S) Bolitha J. Laws 
Chief Justice 


Dated November 26, 1947 
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Proof of Service 

The foregoing was served by mailing a copy on the 21st 
dav of November, 1947 to each of the following at the 
address indicated : 

John G. Sbarbaro 

952 National Press Bldg. 

Washington 4, D. C. 

Attorney for Lutz and 

General Motors Corporation 

(S) A. Yates Dowell 

Attorney for Plaintiffs 
Mallard and Eofheimer 

(Civil Action 33417.) 

Filed Nov. 28, 1947, Harry M. Hull, Clerk 

14 Xotice of Intention to Apply for Allowance of 

Special Appeal. 

Notice is hereby given this 28th day of November, 1947, 
that Edward H. Lntz and General Motors Corporation, 
assignee of Lntz, hereby intend to apply for allowance of a 
special appeal to the United States Court of Appeals for 
the District of Columbia from the order of this Court en¬ 
tered on the 26th day of November, 1947, in favor of plain¬ 
tiffs Logan L. Mallard and H. Clay Hofheimer, II, and 
against said defendants Edward H. Lutz and General 
Motors Corporation, assignee of Lutz. 

(S) John G. Sbarbaro 

Attorney for Edward H. 
Lutz and General Motors 
Corporation 
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(Civil Action 33419.) 

Filed Nov. 26, 1947, Harry M. Hull, Clerk 

15 Order 

This cause having been heard on defendants 9 Gen¬ 
eral Motors Corp. motion to dismiss on the ground of laqk 
of jurisdiction the motion is hereby overruled. 

(S) Bolitha J. Laws 
Chief Justice 

Dated November 26, 1947 j 

i 

Proof of Service 

The foregoing was served by mailing a copy on the 
21st day of November, 1947 to each of the following at the 

address indicated: i 

i 

John G. Sbarbaro Oliver S. Titcomb 

952 National Press Bldg. c/o Servel, Inc. 

Washington 4, D. C. 51 E. 42nd Street 

Attorney for Reeves and New York 17, N. Y. 

General Motors Corporation Attorney for Gust Roud 

and Servel, Inc . 

Cameron, Kerkham and Sutton (S) A. Yates Dovrell 
700 10th Street, N. W. Attorney for Plaintiffs 

Washington 1, D. C. Mallard and Hofheimer 

Attorneys for Robert Lay Hallock 
and Servel, Inc. 

(Civil Action 33419.) 

Filed Nov. 28, 1947, Harry M. Hull, Clerk 

j 

16 Notice of Intention to Apply for Allowance of 

Special Appeal. 

Notice is hereby given this 28th day of November, 1947, 

• that Donald H. Reeves and General Motors Corporation, as- | 
signee of Reeves, hereby intend to apply for allowance of a j 
special appeal to the United States Court of Appeals for 
the District of Columbia from the order of this Court en¬ 
tered on the 26th day of November, 1947, in favor of plain- 
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tiffs Logan L. Mallard and H. Clay Hofheimer, II, and 
against said defendants Donald H. Reeves and General 
Motors Corporation, assignee of Reeves. 

(S) John G. Sbarbaro 
John G. Sbarbaro 
Attorney for Donald H 
Reeves and General 
Motors Corporation 


(Civil Action 38211.) 

Filed Nov. 26, 1947, Harry M. Hull, Clerk 

17 Order 

This cause having been heard on defendants’ 
General Motors Corp. motion to dismiss on the ground of 
lack of jurisdiction the motion is hereby overruled. 

(S) Bolitha J. Laws 
Chief Justice 

Dated Nov. 26, 1947 

Proof of Service 

_ 1 

The foregoing was served by mailing a copy on the 21st 
day of November, 1947 to each of the following at the 
address indicated: 

John G. Sbarbaro 
952 National Press Bldg. 

Washington 4, D. C. 

Attorney for Reeves and General 
Motors Corporation 

(S) A. Yates Dowell 

Attorney for Plaintiffs 
Mallard and Hofheimer 
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(Civil Action 38211.) 

Filed Nov 28 1947 Harry M. Hull, Clerk 

18 Notice of Intention to Apply for Allouxmce 

of Special Appeal. 

Notice is Hereby given this 28th day of November, 1947, 
that Donald H. Reeves and General Motors Corporation, 
assignee of Reeves, hereby intend to apply for allowance 
of a special appeal to the United States Court of Appeal^ 
for the District of Columbia from the order of this Court 
entered on the 26th day of November, 1947, in favor of 
plaintiffs Logan L. Mallard and H. Clay Hofheimer, It, 
and against said defendants Donald H. Reeves and General 
Motors Corporation, Assignee of Reeves. 

(S) John G. Sbarbaro 
John G. Sbarbaro 

Attorney for Donald H. ! 

Reeves, and General 

7 i 

Motors Corporation. 


(Civil Action 38213.) 

Filed Nov 26 1947 Harry M. Hull, Clerk 

19 Order 

I 

This cause having been heard on defendants’ 
General Motors Corp. motion to dismiss on the ground of 
lack of jurisdiction the motion is hereby overruled. 

(S) Bolitha J. Laws 
Chief Justice 

Dated November 26, 1947 


I 


I 
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Proof of Service 

The foregoing was served by mailing a copy on the 21st 
day of November, 1947 to each of the following at the 
address indicated: 

John G. Sbarbaro 
952 National. Press Bldg. 

Washington 4, D. C. 

Attorney for Storer and General 
Motors Corporation 

(S) A. Yates Dowell 

Attorney for Plaintiffs 
Mallard and Hofheimer 


(Civil Action 38213.) 

Filed Nov 28 1947 Harry M. Hull, Clerk 

20 Notice of Intention to Apply for Allowance 

of Special Appeal. 

Notice is hereby given this 28th day of November, 1947, 
that Richard M. Storer and General Motors Corporation, 
hereby intend to apply for allowance of a special appeal 
to the United States Court of Appeals for the District of 
Columbia from the order of this Court entered on the 26th 
day of November, 1947, in favor of plaintiffs Logan L. 
Mallard and H. Clay Hofheimer, II, and against said de¬ 
fendants Richard M. Storer and General Motors Corpora¬ 
tion, assignee of Storer. 

(S) John G. Sbarbaro 
John G. Sbarbaro 
Attorney for Richard M. 
Storer , and General 
Motors Corporation. 


l 
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BRIEF FOR APPELLEES 


Introduction 

These are special appeals allowed by order of the United 
States District Court for the District of Columbia dated 







April 2, 1948 (Appellants' Appendix pp. 7 A, SA. They 
w>re taken because Chief Justice Laws overruled appel¬ 
lants* motions to dismiss bills of complaint filed by appel¬ 
lees under Sec. 1915 H. S. (l\ S. C., title 35, Sec. G3), 
Justice Laws' opinion was dated November 13, 1947 (App. 
]>. 9A |. 

Api>ellees had brought suit because they were the unsuc¬ 
cessful parties in six interferences, four of which are in¬ 
volved in these appeals. A single patent application, filed 
by api>ellee Mallard and relating to improvements in re¬ 
frigerator ice trays, is involved in all six interferences. 
Appellee llofheimer is an assignee of a part interest in the 
Mallard application and hence is an indispensable party 
under Klumb r. Roach ct al , 151 F. 2d 374 (CCA-—7th Cir¬ 
cuit). 

Another party to these four interferences, one Carney, 
like Mallard et al. was unsuccessful, but Carney filed 
notices of appeal under Sec. 4912 and hence lost his right 
to proceed under Sec. 4915, pursuant to the first sentence 
of Sec. 4911. Mallard et al. then filed a notice under See. 
4911 electing to proceed under Sec. 4915. But Carney 
failed to file suits under 4915, whereupon within thirty 
days Mallard et al. filed such suits. 

Apj>elhints' unsuccessful Motions to Dismiss were based 
on the claim that the lower court did not have jurisdiction 
of the actions l>ecause Carney had filed an Apj>eal to the 
Court of Customs & Patent Appeals, and notwithstanding 
the fact that the dismissal of such appeals were mandatory 
and therefore merelv a formalitv when Mallard brought his 
actions under Sec. 4915. These motions also failed to take 
into consideration that if there were prolonged delay the 
time in which Mallard had to proceed would have expired 
and Mallard would have forfeited his right of action. 
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The law is couched in plain and simple language, how¬ 
ever Appellants are attempting to obtain an interpretation 
thereof which distorts this plain and simple language, anil 
is not in accordance with the intent and ordinarily accepted 
meaning of the words of the Statute. i 

Appellants’ case is founded on misinterpretation of a 
clause of Sec. 4915 as follows: 

“Unless appeal has been taken to the Court of 
Customs & Patent Appeals, and such an appeal i? 
pending or has been decided, in which case no actioif 
may be brought under this Section....” 

Appellants contend that this is a limiting provision which 
applies not only to the party filing an appeal in the Court 
of Customs & Patent Appeals, but also to any other party 
or parties, regardless of whether or not they have filed an; 
appeal to the Court of Customs & Patent Appeals. Such 
an interpretation is unreasonable, without foundation, and 
clearly beyond the simple meaning of the language of the 
Statute. The limitation “unless an appeal has been taken" 
applies only to the party taking such an appeal, or ini 
other words the Statute specifies in effect that anyone hav-l 
ing appealed to the Court of Customs & Patent Appeals has! 
made an election and cannot thereafter change his mind 
and file tin action under Sec. 4915 in the District Court.— 
If this were not true, an action could not be brought in the I 
District Court as long as there were an appeal pending! 
before the Court of Customs & Patent Appeals, regardless; 
of any relationship between the parties or subject matter. 

In reality, then there appeal’s to be nothing to be ad- j 
judicated but on the other hand the Court only need re¬ 
iterate that a reasonable interpretation must be given to i 
the simple, clear language of the Statute. 
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Counter-Statement of the Case 

The Statement of the Case on pages 3 and 4 of Appel¬ 
lants* Brief is generally acceptable. 

However, appellees most vigorously deny that their ac¬ 
tions under 4915 were brought “contrary to the wording at 
least** of Sec. 4013. Appellees will show they have followed 
each and every requirement of the statutes (Secs. 4011 and 
4015). 

Chief Justice Laws* opinion is found on page 9a of Ap¬ 
pellants' Appendix, not page 8. 

Summary of Argument 

The intent of Congress in amending Sec. 4015 by the 
Act of March 2, 1027 was to permit an applicant refused 
a patent to elect to proceed either by appeal to the Court 
of Appeals for the District of Columbia or by suit in equity 
under 4015, but not to follow both courses. 

Apparrently the law contemplates only a single losing 
party and does not contemplate an interference proceeding 
in which there are many losing parties, any one of which 
is entitled to elect to proceed with an appeal in the Court 
of Customs and Patent Appeals or to bring an action under 
Sec. 4015 to compel the issuance of a patent. It is believed 
that where the law provides a remedy for an applicant or 
defeated party it means an applicant or defeated party re¬ 
gardless of any other applicant or party defeated or other¬ 
wise. 

Carney's action in appealing to the United States Court 
of Customs and Patent Appeals is not binding upon ap¬ 
pellees and cannot prejudice their rights. 

Appellees cannot l>e deprived of invaluable statutory 
rights bv Camev's failure to file a bill under 4015 and by 








ft* 
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the failure of officials to promptly dismiss Carney’s appeal 
after appellees had given notice under Sec. 4911. 

Appellees have done everything the statutes require aijd 
have omitted no step so required. 

The plain meaning of the disputed clause (the so-callejd 
“limiting provision”) is that no party may bring suit und^r 
4915 if the same party has filed an appeal to the United 
States Court of Customs and Patent Appeals and such 
appeal is pending or has been decided. Any other mend¬ 
ing could scarcely be reconciled with Sec. 4911 and would 
be contrary to the intent of Congress in framing the amend¬ 
atory Act of March 2, 1927. 

Appellants’ argument that an absolute statutory bap 
exists to the filing of suits under 4915 by appellees must 
l>e rejected. 


Argument 


The first sentence of Sec. 4915 R. S. (U. S. C., Title 35, 
Sec. G3) reads in full as follows: 

“Whenever a patent on application is refused by 
the Board of Appeals or whenever any applicant is 
dissatisfied with the decision of the board of inter| 
ference examiners, the applicant, unless appeal lies 
been taken to the United States Court of Customs 
and Patent Appeals, ami sueh appeal is pending or 
has been decided, in which case no action may be 
brought under this section, may have remedy by bill 
in equity, if filed within six months after such re-i 
fusal or decision; and the court having cognizancq 
thereof, on notice to adverse parties and other duel 
proceedings had, may adjudge that such applicant} 
is entitled, according to law, to receive a patent for! 
his invention, as specified in his claim or for any! 
part thereof, as the facts in the case may appear.” [ 

The clause which appellants attempt to give an unwar-l 
ranted interpretation is in italics in the above quotation.I 


i 
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This clause is termed the “limiting provision” in appellant’s 
brief (bottom of page 3, middle of page 7, and elsewhere). 

Let us rewrite the quoted sentence as far as the clause 
under consideration is concerned, omitting parts which do 
not apply to the facts in this case: 

“Whenever any applicant is dissatisfied with the 
decision of the board of interference examiners”... 

The appellant Mallard and his assignee, IL Clay Hofheimer, 
II. were unsuccessful before the Board of Interference Ex¬ 
aminers and were therefore dissatisfied applicants. 

“unless appeal has been taken to the United States 
Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided, in which case 
no action may be brought under this section”. 

Applicant Mallard and his assignee have never taken an 
appeal to the United Suites Court of Customs and Patent 
Appeals. 

The party Carney did take an appeal but such action 
was not the action of the appellees. The party Carney 
was an adverse party, seeking to obtain judgment in his 
favor. He sought to defeat both appellants and appellees. 
His action is no more binding on appellees than it is on 
appellants. 

This “unless” clause was not in the consolidated patent 
act of July 8, 1S70 (10 Stat. L. 198) Sec. 52, the first 
sentence of which read as folloAvs: 

"And be it further enacted, That whenever a pat¬ 
ent on application is refused, for any reason what¬ 
ever, either by the commissioner or by the supreme 
court of the District of Columbia upon appeal from 
the commissioner, the applicant may have remedy by 
bill in equity; and the court having cognizance there¬ 
of. on notice to adverse parties and other due pro¬ 
ceedings had, may adjudge that such applicant is 












entitled, according to law, to receive a patent for 
his invention, as specified in his claim, or for ahy 

part thereof, as the facts in the case may appear.”] 

I 

On December 6, 1926 the first sentence of this statute 
read as follows: 


“Whenever a patent on application is refused, 
either by the Commissioner of Patents or by tjie 
Court of Appeals of the District of Columbia upon 
appeal from the commissioner, the applicant may 
have remedy by a bill in equity; and the court hav¬ 
ing cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge thjit 
such applicant is entitled, according to law, to re¬ 
ceive a patent for his invention, as specified in his 
claim, or for any part thereof, as the facts in the 
case may appear.” 

1926 U. S. C., Title 33, Sec. 63. 

By Act of March 2, 1927 (69th Congress, Sess. II, Chaj). 
273) the same sentence was amended to read as follows: 

“Whenever a patent on application is refused by 
the Commissioner of Patents, the applicant, unless 
appeal has been taken from the decision of the boaijd 
of appeals to the Court of Appeals of the District 0f 
Columbia, and such appeal is pending or has beep 
decided, in which case no action may be brought 
under this section, may have remedy by bill in 
equity, if filed within six months after such refusal;’ 
.etc. 

i 

Finally, by Act of August 5, 1939, 53 Stat. L. 1212, th^ 
statute assumed its present form, quoted above. 


The purpose of the change by Act of March 2 7 1927 wap 
to permit an applicant refused a patent to elect to proceed 
either by appeal to the Court of Appeals or by suit iiji 
equity, but not to follow both courses. See 

Hearing before the Committee on Patents, House 
of Representatives, 69th Congress, Second Session;, 
December 20, 1926 
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Pages 4, 6, 7, S, 11, bottom page 13, bottom page 
14. 15, 19. 

Hearing before the Committee on Patents, United 
States Senate, 09th Congress, Second Session, De¬ 
cember 21, 192G 

Pages 2, 7, 8, 10, 11, 30, 31. 

From the foregoing, nothing could be plainer than that 
the intention of Congress was to abolish the practice of 
tiling a bill in equity under 4915 after defeat in an appeal 
from the Commissioner to the United States Court of Ap¬ 
peals for the District of Columbia. To transfer this inten¬ 
tion to the facts and the law applicable to this case, it was 
to prevent the party Carney from tiling a bill under 4915 
after appealing to the Court of Customs and Patent Ap¬ 
peals. 

This interpretation is fortified by the language of Sec. 
4911. R. S. (U. S. (\, Title 35, Sec. 59a) as amended Aug¬ 
ust 5. 1939. 53 Stat. L. 1212, the first two sentences of which 
read as follows: 

**If any applicant is dissatisfied with the decision 
of the Board of Appeals, he may appeal to the United 
States Court of Customs and Patent Appeals, in 
which case he waives his right to proceed under sec¬ 
tion 4915 of the Revised Statutes. (U. S. C., title 
35. sec. G3) If any party to an interference is dis¬ 
satisfied with the decision of the board of interfer¬ 
ence examiners he may appeal to the United States 
Court of Customs and Patent Appeals, provided that 
such appeal shall be dismissed if any adverse party 
to such interference shall xcithin twenty days after 
the appellant shall have filed notice of appeal acco-rd- 
iny to sec. 4912 of the Revised Statutes ( U. S. C., 
title 35. sec. 60), file notice with the Commissioner 
of Patents that he elects to have all further proceed¬ 
ings conducted as provided in sec. 4915 of the Re- 
vised Statutes . (our italics) 

It was never the intention of Congress to prevent a party 
like Mallard (who has never appealed to the Court of 




Customs and Patent Appeals) from prosecuting an actipn 
under Sec. 4915. On the contrary, from Sec. 4911 quoted 
in part immediately above, it is clear that appellees have 
acted precisely in accordance with the statute. Appellejes 
“within twenty days” did file a notice that they elected to 
have all further proceedings conducted in accordance with 
Sec. 4915. However, Carney failed to file a bill und^r 
Sec. 4915 and he is in default in accordance with the lhst 
sentence of Sec. 4911. Obviously Carney’s default cannpt 
affect appellees’ rights, which are expressed in plain terms 
in Sec. 4915. Appellees did file a bill within six months 
after the decision of the Board of Interference Examinees. 
Appellees cannot be deprived of invaluable statutory righjts 
either (1) by failure of Carney to proceed with a bill in 
equity, or (2) by failure of Government officials to prompt¬ 
ly dismiss Carney’s appeal. 

Appellees have done everything required by the statutes. 
They have failed in nothing. Yet appellants’ argument is 
that an absolute statutory bar exists to the filing of suij:s 
under 4915 by appellees. Any holding to this effect would 
be exceedingly inequitable. 

Under the provisons of Sec. 4911, second sentence, tl}e 
appeal of any party to an interference to the United States 
Court of Customs and Patent Appeals must be 
if any adverse party to the interference shall have 
notice with the Commissioner of Patents. The “shall” 
mandatory. When appellees filed their notices on Ft 
ary 4, 1946 and on January 6, 1947, the Court of 
and Patent Appeals had no choice but to obey the 
Knowing this, appellees filed their complaints under 
4915 on February 27, 1946 and on December 23, 1946, 
than thirty days after Carney’s respective appeals 
pendix, p. 5A). See also the Agreed Statement Under 
76. 
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If it took the Clerk of the Court from February 4, 1946 
to March 1 * 0 . 1946 to dismiss Carney's appeal in Civil Ac¬ 
tions Xos. oo.417 and 33,419 and from January 0, 1947 to 
February 7, 1947 to dismiss Carney's appeal in Civil Ac¬ 
tions Nos. ;*>8.-ll and 38,-13, this is no fault of appellees 
and certainly thev should not lose their statutory rights of 
appeal because of delays in our courts. 

Nor should appellees l>e punished by loss of such rights 
because they tiled their suits in equity within the thirty 
days in which the apjndlant, Carney, was required to file 
pursuant to Sec. 4911, if he wished to avail himself of Sec. 
4913. 

The plain meaning of the so-called “limiting provision’’ 
is that no party may bring action under 4915 if the same 
has taken an appeal to the United Suites Court of 
Customs and Patent Appeals, and such appeal is pending 
or has been decided. Am* other meaning would run con- 
trary to the intent of Congress, as explained above, and 
would not lie in harmony with Sec. 4911. 

There is no merit whatever in appellants' argument. 

Appellants’ Authorities 

i 

American Cable Co. y Inc. et ah r. John A. Roet )- 
Una's Sons Co. et ah 62 App. D. C. 16S; 65 F. 2nd 
801. 

In this litigation the question presented to the United 
States Court of Appeals for the District of Columbia was 
whether a bill in equity under Sec. 4915 could be filed in 
the Supreme Court of the District of Columbia appealing 
from a decision of the Board of Appeals which affirmed a 
decision dissolving an interference upon motions under Rule 
122 (Rules of Practice of the United States Patent Office) 
and another decision denying a motion to add counts under 
Rule 109 (same Rules of Practice). 
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The Court held that the decision on the motions was puife- 
ly interlocutory, pointing out that new evidence, affidavits 
etc., might be presented later to the Primary' Examiner 
bearing on the patentability of claims involved in t}ie 
motions and that the Primary Examiner might then decide 
the claims were patentable; and it affirmed the decree dis¬ 
missing the bill. 

Synthetic Plastics Co., Inc., et al. v. Ellis-Foster 
Co., et al. 78 F. 2d 847 (CCA-3rd Circuit). 

Here it was held that Sec. 4915 does not confer jurisdic¬ 
tion upon the District Court where a motion to dissolve a!n 
interference had been granted but there had been no finhl 
order refusing a patent. The granting of a motion to dis¬ 
solve an interference was held to be purely interlocutory 
and not a final order, citing as authority the Case of Amer¬ 
ican Cable Company v. John A. Roebling's Sons, discusscjd 
above. 

Deshell Laboratones. Inc. v. E. R. Squibbs Sons et 
al. (Supreme Court, D. C.) 1931 C. D. 13; 9 USPQ 
414; 407 OG 3. 

This decision of the Supreme Court of the District (if 
Columbia held that the action of the Board of Appeals i|a 
dissolving the interference on the ground that the complain¬ 
ant could not make a certain claim was interlocutory only 
in that the plaintiff had not yet been refused a patent bjy* 
the Commissioner within the meaning of Sec. 4915. Th^ 
bill was therefore dismissed without prejudice to filing of Ji 
bill in equity in the event that the plaintiff should finally 
be refused a patent by the Commissioner. 

Klumb v. Roach et al. 151 F. 2d 374 (CCA-7th).' 

This was an action under Sec. 4915 by Klumb, the un¬ 
successful party in a Patent Office interference, to ad¬ 
judicate the question of priority between interfering ap¬ 
plications filed by plaintiff and the defendant, Roach. 

i 
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Judgment "was entered in the District Court in favor of the 
plaintiff. 

The Circuit Court of Appeals for the Seventh Circuit 
reversed the judgment with directions to dismiss the com¬ 
plaint liecause of failure of plaintiff to lile the complaint 
and prosecute the suit against all adverse and indispensable 
parties known to the plaintiff within the statutory six 
months period. The defendant Roach had assigned a half 
interest in his application to one Tower, who was the at¬ 
torney for Roach, l’laintiff conceded that he had know¬ 
ledge of this assignment at the time the suit was com¬ 
menced. Thus the essence of this decision is that the own¬ 
er of a one-half interest in a patent application is an in- 
disj>ensable party-defendant in a suit under Sec. 4915. 

Solomon v. Schlicker (DC-EDOsY) 58 F. Supp. 
444. 

Motion was brought in the District Court to dismiss a 
suit under Sec. 4915 on the ground that an indispensable 
party had not been made a party defendant and had not 
been served with process. 

Schlicker prior to issuance of his patent had assigned 
all right, title and interest to a Xew York Corporation 
named Rollo Curl Corporation. This assignment was re¬ 
corded in the Patent Office. During the interference pro¬ 
ceeding involving the patent the plaintiff knew or should 
have known that a corporation owned the Schlicker patent. 
Counsel for plaintiff admitted in his brief that the corpora¬ 
tion was not joined through inadvertence. 

The Court pointed out that the plaintiff had had ample 
time in which to bring in an indispensable party and grant¬ 
ed the motion to dismiss. 

United States v. Washington Institute of Tech¬ 
nology, Inc., 138 F. 2d 25 (CCA-3rd Circuit). 
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This was an action by the United States of America jfor 
issuance of a patent under Sec. 4915. From an order ! by 
the District Court for the District of Delaware dismissing 
the suit for non-joinder of an indispensable party, namely 
defendant’s assignor Kear, plaintiffs appealed. 

It seems that Kear had assigned all his right, title and 
interest in his application to defendant in consideration! of 
$1 and certain covenants set forth in a separate instru¬ 
ment of the same date. This separate instrument was ijiot 
recorded in the Patent Office. Among the covenants fcjur 
were said to be especially pertinent: 

(1) Kear was to be paid 50% of all monies received for 
licenses; 

(2) Also 50% of all monies received from the sale of 
the application or patent; 

(3) No sale was to be made without Kear's consent in 
writing; 


(4) The terms of any license were to be made subject to 
Kear’s agreement, also the design, installation, adjustment, 
or sale of the subject matter of the application were sub¬ 
ject to his approval. 

The Court said that while an assignor who has parted 
with all his interest in a patent or application is not an 
indispensable party in a 4915 proceeding (although he is 
a proper party) in this particular case Kear had such a 
joint interest with the appellee that he must be joined under 
Rule 19 (a) of the Rules of Civil Procedure 28 U. S. C. 
following Sec. 723 C. 

Accordingly the Court affirmed the decree dismissing tfye 
bill of complaint. 


American Fomon Company et al. v. Amdyco Cor¬ 
poration (DC-SD-NY) 15 USPQ 205. 


I 
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This was an interference proceeding resulting in a decis¬ 
ion by the Board of Appeals awarding priority to the de¬ 
fendant. The Commissioner then refused to issue a patent 
to plaintiffs, whereupon plaintiffs filed an appeal to the 
United States Court of Customs and Patent Appeals. 

Within 20 days thereafter defendant filed notice that it 
elected to have further proceedings conducted by a bill in 
equity under Sec. 4013, whereupon plaintiffs’ appeal was 
dismissed. Then the plaintiffs within 30 days filed a suit 
under 4015 in the Supreme Court of the District of Colum¬ 
bia and that suit at the time of the reported opinion was 
still pending and undetermined. 

Thereafter plaintiffs brought suit in the District Court 
of the United States for the Southern District of New York 
more than 30 da vs after defendant had filed notices as 
aforesaid but less than G months after the Commissioner's 
refusal to issue the patent. 

i 

Motion was brought bv defendant to dismiss the bill as 
insufficient on its face because brought too late. The Dis¬ 
trict Court held that the specific provision in Sec. 59a (R. 
S. 4911) as to time qualifies the general provision as to 
time in Sec. G3 (R. S. 4915) and dismissed the bill. 

United States ex rel. Texas Portland Cement Com¬ 
pany v. McCord —233 U.S. 157; 34 S. Ct. 550. 

This opinion of the Supreme Court of the United States 
holds in effect that where a statute is expressed in terms 
too plain to be mistaken or to require construction so that 
no doubt may arise as to its meaning it is the province of 
the Courts to enforce the statute in accordance with its 
terms. 

The above decision of the Supreme Court of the United 
States while cited by Appellants in support of their posi¬ 
tion appears to on the other hand obviously support Ap- 
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pellees contention that the portion of the Statute under 
consideration should be given its obvious and intended 
meaning and be enforced by the courts since this language 
is unmistakably clear and not reasonably susceptiblfe of 
distortion or misinterpretation, | 

Preston et al. v. White —92 F. 2d 813; 25 CCPA 
701. 

I 

This case arose because of an interference between a 
patent to Preston et al. and a pending application of lone 
White, the defendant. The Board of Appeals awarded pri¬ 
ority to White whereupon Preston et al. gave noticej of 
appeal to the United States Court of Customs and Patjent 
Appeals and filed their reasons of appeal under Sec. 41)12. 
Then White filed a notice under Sec. 4911 and specially 
appearing, made a motion to dismiss the appeal for jthe 
reason that Sec. 4911 provides that the appeal to the Cojirt 
of Customs and Patent Appeals shall be dismissed when 
an adverse party files notice within 20 days. 

The United States Court of Customs and Patent Appeals 
discussed MacGregor v. Chesterfield 31 F. 2nd 791 (DC-EjD- 
Michigan-SD) where it was held that a patentee could pot 
sue under Sec. 4915; and after discussing other cases tjhe 
Court held that the motion to dismiss should not be sus¬ 
tained and that the patentees had a right to proceed undpr 
Sec. 4911 (that is, with an appeal to the Court of Customs 
and Patent Appeals) because “to rule otherwise would be 
to deprive them of any right of appeal whatsoever/’ j 

Bowles, Price Administrator v. Senderoicitz et dl. 
—65 F. Supp. 548 (DC-ED-Penn.). 

This case arose from a civil action to enforce certain pro¬ 
visions of the Emergency Price Control Act of 1942, 510 
USCA Appendix Sec. 925 (e). j 

The court held that the plaintiffs’ right to recover in thik 
action must be predicated upon facts in existence at the 
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time the complaint was filed. (Citing cases). The Court 
remarked— 

••The non-existence of a cause of action when suit 
is commenced is fatal, and the defect cannot be cured 
by the happening of evidence thereafter which create 
or mature a good cause of action.’’ 

In passing it might be noted that the fatal defect in 
Chester Bowles' suit was that on the date the action was 
commenced the maximum prices for the styles of shorts 
which were alleged to have been sold at over ceiling prices 
had not even been fixed. 

Obviously this case has no bearing whatever on the 
present litigation. The appellants have ignored the vast 
difference between a non-existence of a cause of action 
when suit is commenced, and the facts presented by these 
appeals. 

Chase ct al. t\ Coe, Commissioner of Patents 122 
F. 2d 198; 74 App. D. C. 152. 

In this case the party Chase made an application for 
patent and assigned all rights to Monroe Calculating Ma¬ 
chine Company. Subsequently the application Avas involved 
in an interference with an application of one Avery. The 
Board of Apj»eals awarded priority to Chase, holding 
against Avery’s contention that there was an estoppel 
against Chase as to the claims in issue in view of an 
earlier ex parte appeal to the Court of Customs and Pat¬ 
ent Appeals in which that Court had decided there was no 
estoppel against Chase. Avery appealed from the decision 
of the Board of Appeals to the United States Court of 
Customs and Patent Appeals. The Court of Customs and 
Patent Appeals, however, decided that its former opinion 
was in error and ruled against Chase, holding that there 
was an estoppel. The Patent Office thereupon rejected 
Chase's claims. In this case therefore Chase had twice 







chosen to have the Court of Customs and Patent Appeajls 
determine his right to a patent, first by his direct ex parte 
appeal and second by his failure to exercise his privilege 
under Sec. 4911 R. S. to force Avery to proceed under SQc. 
4915. 

After this decision of the Court of Customs and Patent 
Appeals, Chase liled a bill under Sec. 4915 but the District 
Court of the United States for the District of Columbia 
in an opinion recorded 31 Fed. Supp. 935, 44 USPQ 64l 
held that he had no such right and dismissed the bill fqr 
lack of jurisdiction. 

The Court of Appeals affirmed the District Court saying 
that it was the clear intention of Congress to require a 
party to make an election pursuant to the provision of Sec. 
4911 and that once an election has been made with no pro¬ 
test by a adverse party it is final (page 199). 

There is no statement in Chase v. Coe that the limita¬ 
tions placed upon the right to have the subject matter o|f 
an interference reviewed by a bill in equity by the words 
of Section 4915 R. S. are a part of the right created, an<jl 
that if these limitations are not met when the bill is file»|, 
the District Court cannot acquire jurisdiction. (Appellants!’ 
Brief, page 7). 

Bakelite Corporation et al. v. National Aniline 
and Chemical Co., Inc., et al .—83 F. 2d 170 (CCA- 
2d). 

An interference between two parties in the Patent Office 
resulted in a decision by the Board of Appeals awarding 
priority to one party as to three claims and awarding prij 
ority to the opposing party as to the other three claims^ 
Each party filed a notice of appeal under Sec. 4912 and his 
reasons of appeal. Then one of the parties filed a notice a^ 
provided in Sec. 4911 electing to have further proceedings! 
conducted under Sec. 4915. The Commissioner then enter-! 
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ed an order dismissing the other party's notice of appeal 
with the Court of Customs and Patent Appeals. Nothing 
was done concerning the notice of appeal filed by the party 
electing to proceed under Sec. 4915. 

The party electing to proceed under Sec. 4915 then filed 
a bill in equity in the District Court of the United States 
for the Southern District of New York. Defendant moved 
to dismiss on the ground that that District Court lacked 
jurisdiction because the plaintiffs had taken an appeal to 
the Court of Customs and Patent Appeals where it was 
still pending. The motion to dismiss was granted. The 
case was then appealed to the Circuit Court of Appeals for 
the Second Court. The Circuit Court of Appeals held— 

(1) That an appeal was -taken'' when appellant gives 
the Commissioner notice of appeal and files his reasons 
of appeal under Sec. 4912. 

(21 That the appeal was still pending and had not been 
decided. 

(.*>) That no suit could therefore be brought under Sec. 
4915. 

The strikingly different facts in this case will be at once 
apparent. In the Bakelite case each party filed a notice 
of appeal, whereas in these interferences the appellees and 
the appellants both failed to file such a notice. Only the 
party Carney filed a notice of appeal and, of course Carn¬ 
ey's action in no way binds or limits the rights of the other 
parties. A second fundamental difference is that whereas 
in the Bakelite case the party* who filed the bill of com¬ 
plaint did not have his notice of appeal dismissed or in 
other words he permitted the appeal to the Court of Cus¬ 
toms and Patent Appeals to remain on the docket of the 
Court. No such facts are present here and the Bakelite 
case has no bearing on the present controversy. 
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Jensen et al. v. Lorenz et al .—92 F. 2d 992; ^8 
App. D. C. 39—Certiorari denied 302 U. S. 751; 58 
S. Ct. 271. 

In this litigation the appellants were involved in an in¬ 
terference in the Patent Office with the appellees. Th|e 
Board of Appeals decided that the appellants were ncjt 
entitled to an award of priority, whereupon the appellants 
brought a bill in equity in less than six months in the 
United States District Court for the District of Columbia 
under Sec. 1915 and in the bill stated that no appeal to th^ 
Court of Customs and Patent Appeals was pending or had 
been taken or decided by that Court. 

I 

However, it appears that the appellants within 40 days of 
the decision of the Board of Appeals had filed their reason^ 
of appeal under Rule 149 of the Rules of Practice of tlnp 
United States Patent Office. Appellants however did noj 
comply with Rule XXV of the Court of Customs and Patf 
ent Appeals in that they did not file a petition for appeal 
within 40 days and also failed to file a certified copy of the 
Patent Office record. Later the appellants filed with the 
Commissioner a motion for extension of time as provided 
for in Rule XXV. To this extension of time the defend¬ 
ants filed a formal objection and a motion. The Commis-j 
sioner then issued an order disposing of the interference as 
though no notice of appeal had ever been given. In thej 
District Court of the United States for the District of 
Columbia a motion to dismiss was brought and the bill 
was dismissed, whereupon the case was appealed to the 
United States Court of Appeals of District of Columbia. 
The Court of Appeals held that the plantiffs took an ap¬ 
peal to the Court of Customs and Patent Appeals by serv¬ 
ing notice on the Commissioner and by filing in the Patent 
Office within 40 days their reasons of appeal in writing pur-1 
suant to Sec. 4912. 
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The Court of Appeals pointed out that the United States 
Court of Customs and Patent Appeals has held that an 
appellant in a patent interference cannot dismiss an appeal 
to the Court of Customs and Patent Appeals without pre¬ 
judice for the purpose of conferring jurisdiction on the 
District Court in an equity suit involving the same issues. 
The Court remarked: 

“It is evident that Congress intended to require 
an election by the party as between the two remedies 
offered to him, to wit, the appeal to the Court of 
Customs and Patent Appeals on the one hand or a 
suit in equity under Sec. 4915 * * * on the other 
hand, and that when such election is made by the 
litigant it is to l>e final. He is not permitted either 
by omission or by affirmative action upon his part, 
after having elected to appeal to the Court of Cus¬ 
toms and Patent Appeals, to then change his course 
and lile a suit under Sec. 4915/’ 

Clearly the facts in the above case are so remote from 
those* in the present litigation as to scarcely justify the 
consideration of Jensen r. Lorenz. The appellees did not 
tile a notice of api>eal or reasons of appeal under Patent 
Office Rule 149. Nothing in the Jensen v. Lorenz decision 
is applicable to the present facts. 

Xachod and United States Signal Co., Inc. et al. 
r.- Automatic Signal Corporation et al. (CCA-2d 
Cir.) 105 F. 2d 9S1. 

Two interferences in the Patent Office resulted in an 
award of priority to Haugh who assigned to defendant The 
Engineering & Research Corporation. The latter then 
granted to Automatic Signal Corporation an exclusive li¬ 
cense. Stolp and Richtcrkessing, the defeated parties, as¬ 
signed their applications to plaintiff, Nachod and United 
States Signal Corporation. Automatic Signal Corporation 
was originally joined as a party defendant but appearing 
specially, succeeded in having the suit dismissed as against 
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itself on the ground that it was not an inhabitant of khe 
District. The sole question to be decided was whether 
Automatic Signal Corporation was an indispensable parky. 

| 

The Court cited Parker Rust-Proof Co. v. Western- Union 
Telegraph Co., 105 F. 2nd 97G as holding that an exclusive 
licensee should be regarded as an indispensable party in 
the absence of special circumstances, and remarked that 
plaintiff knew of the exclusive license because it alleged the 
license in its bill of complaint and joined the licensee as a 
party. The Court further remarked that if plaintiff had 
chosen to avail itself of the privilege granted by Sec. 72a 
(Act of March 3, 1927) it could have sued in the Distrilct 
of Columbia and thus have obtained jurisdiction of both 
the inventor and the licensee before the six months had 
run. But it neglected to take advantage of Sec. 72a, whiih 
was enacted in 1927 to give relief in situations like the 
present. 

The Circuit Court of Appeals concluded that an exclusive 
licensee is an indispensable party because he is an adverse 
party within the meaning of Sec. 4915 and affirmed thje 
decision of the District Court dismissing the suit. 

Robinson et al. v. Wayne et al. 78 App. D. C. 15; 

136 F. 2d 767. | 

An interference between Robinson, the appellant, Wayne, 
the appellee, and Cannon, resulted in an award of fifteeh 
counts to Wayne and two counts to Robinson. Cannon wa$ 
awarded nothing. Robinson then brought suit under 491.|> 
joining The Texas Company, his assignee, as party plaintiff|; 
and joining Wayne, Cannon, and the Standard Oil Develop¬ 
ment Co. as defendants. The company last mentioned was 
alleged to be the present owner of the Cannon application!. 
Standard was incorporated in Delaware and has a place of 
business in the Southern District of New York. ‘*If Stand) 
ard is an adverse party, within the meaning of the statute 
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[Sec. 72a] then the District Court has jurisdiction, and 
appellants must succeed on this appeal.” (Appeal was 
from a decree dismissing the complaint.) 

The Court followed Xachod &. l\ S. Signal Co. v. Auto¬ 
matic. 107» F. 2nd 081, pointing out that an owner of a 
patent is even more clearly within the language of the 
statute than was the exclusive licensee in the Xachod case, 
that is. he is an adverse party, within the meaning of the 
statute, when joined as a party in a Sec. 4915 proceeding. 
If the jKirty upon whom the court's jurisdiction depends 
was. at the time of filing the bill, actually an adverse party 
within the meaning of the statute, that is sufficient. If he 
does not ap]>ear and answer, that is, if he chooses to de¬ 
fault. that does not deprive the court of jurisdiction. 

The decree dismissing the bill was reversed. 

From the foregoing summary of each of the cases cited 
in Appellants' Brief it is clear that not one of these cases 
is in point. 

It is also a fact that Appellees have not been able to find 
any case squarely in point and in all probability this is 
l*ecause of the fact that the portion of the Statute under 
consideration is so clear and unequivocable that interpreta¬ 
tion thereof has not heretofore been found necessary. Also, 
the legislative intent and general principles followed in in¬ 
terpreting Statutes are clear indications supporting Appel¬ 
lees position. 


Conclusion 

Appellants have chosen to raise a question which is clear¬ 
ly without merit. Their appeal is based on an unwar¬ 
ranted and distorted interpretation of the Statute, which 
the court will not countenance, because action by the party 
Carney or the Court of Customs and Patent Appeals in no 
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way modify Appellees’ rights under the provisions of Sec. 
4915. | 

I 

Appellees had no responsibility or control over the Court 
of Customs and Patent Appeals which was charged with tlije 
dismissal of Carney’s appeals under the mandate of tile 
law after notice was given under Sec. 4911. Consequently 
any action or failure to act by the Court of Customs and 
Patent Appeals could in no way affect Appellees’ rights 
who had proceeded strictly in accordance with the Statutes. 

Chief Justice Laws was clearly correct in concluding that 
Appellees’ rights should not be forfeited merely because 
there was delay by the Court of Customs and Patent Apt 
peals in dismissing Carney’s appeals to that court. 

I 

Dismissal of the special appeals is respectfully requested 
in order that Appellees' rights may be protected and theyj 
may have their day in court under the provisions of Sec. 
4915. 

Respectfully submitted, 

A. Yates Dowell, 

1158 Munsey Building, 
Washington, D. C., 

| 

Attorney for Appellees. 


Philip E. Siggebs, 

1158 Munsey Building, 
Washington, D. C., 

Of Counsel. 

Washington, D. C. 
September 24, 1948. 
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GENERAL STATEMENT 

In our “Statement of the Case” (Appellants’ Brief Ps[ge 
3), we pointed out that “—the undisputed facts show tl^at 
each of the actions, now before this Court, was brought by 
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the appellees Mallard and Hofheimer after an appeal to 
the United States Court of Customs and Patent Appeals 
had been taken by the party Carney and while such appeal 
was pending”. 

Because of these undisputed facts, we contended that 
each of these actions was brought contrary to the “limiting 
provision” of Sec. 4915 R. S., which prohibits the bringing 
of a suit under Sec. 4915 R. S., if an appeal in the cause 
is pending before or has been decided by the Court of 
Customs and Patent Appeals. We went into considerable 
detail to show (1) that the “limiting provision” of Sec. 
4915 R. S. is not a mere formal provision but, on the con¬ 
trary, is jurisdictional in character (Appellants’ Point 
Xo. 1, Appellants’ Main Brief Page 6), and (2) that it 
applies against all the unsuccessful applicants to an inter¬ 
ference to prohibit the filing of a suit under Sec. 4915 R. S., 
by one or all of the unsuccessful applicants, while an 
appeal taken by any one of the unsuccessful applicants is 
pending before the Court of Customs and Patent Appeals. 
(Appellants’ Point Xo. 2, Appellants’ Brief Page 6.) 

Appellees have failed to argue either of these points 
te: out in our main brief. They have also failed to set 
out a counter-statement of points of their own. Accord¬ 
ingly in reply, about all we can do is to consider the points 
we assume appellees intend to make, having reference to 
their “Summary of Argument” and “Argument”, and to 
ask the Court to consider once again the points and argu¬ 
ment relating thereto made in our main brief. 

Reply to Appellees’ Points Nos. 1 and 2 

We assume from the first paragraph of their “Summary 
of Argument” (Appellees’ Brief Page 4) and from the 
first four pages of their “Argument” (Appellees’ Brief 
Pages 5, 6. 7, S) that appellees intend first to deal with the 
question—what did Congress intend Sec. 4915 R. S. to 
mean! They conclude, and we quote from page 8 of their 
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brief, that Congress intended 11 —to prevent the party 
Carney from filing a bill under 4915 after appealing to the 
Court of Customs and Patent Appeals”, and “It was never 
the intention of Congress to prevent a party like Mallard 
(who has never appealed to the Court of Customs and 
Patent Appeals) from prosecuting an action under Sec. 
4915.” I 

Our reply is, —what bearing do such conclusions ha^e 
on the questions involved on these appeals? We have n<^t 
said that Congress intended or did not intend to permit 
Carney to bring suit under Sec. 4915 R. S. We have not 
said that Congress intended to prevent Mallard and Hof- 
heimer from filing a bill under Sec. 4915 R. S. On the 
contrary we have said that Congress did intend to permit 
Mallard to file a bill in equity and that Congress, in the 
clear and unambiguous words of the statutes, set forth &, 
very simple procedure for Mallard and Hofheimer to folloV 
in bringing such a suit. 

i 

On this question of “the intention of Congress”, we 
referred to it, beginning near the bottom of page 14 of our 
main brief, as one fact tending to show that the limiting 
provision of Sec. 4915 R. S. applies against all the unsuc¬ 
cessful applicants to an interference whereby to prohibit 
the filing of a suit under Sec. 4915 R. S., by one or all of 
the unsuccessful parties, while an appeal taken by any one 
of the unsuccessful parties is pending before the United 
States Court of Customs and Patent Appeals (Our Poini 
No. 2). We said, and we repeat in part here, that Congress 
intended (1) that the issue of an interference should be 
reviewable either on appeal under Sec. 4911 R. S., or by 
a bill in equity under Sec. 4915 R. S., but not under bothj 
and (2) that each applicant, unsuccessful in an interference^ 
should have the right to elect between the two remedies 
subject to the condition that the remedy by way of appeal 
under Sec. 4911 R. S. should be available only if mutually 
satisfactory to all parties, both successful and unsuccessful.! 
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To put the matter in other words applicable to these ac¬ 
tions, Congress, in the plain and unambiguous language of 
the statutes, specifically informed Mallard and Hofheimer 
—you have the right in each of these interferences to 
appeal under Sec. 4911 R. S., just as Carney did, or you 
may proceed by way of a bill in equity under Sec. 4915 R. S., 
but. if you choose the latter remedy, you must first bring 
about a dismissal of the Carney appeals by following the 
procedure outlined in Sec. 4911 R. S. 

It is just impossible to imagine fairer and more equitable 
procedure than that outlined by Congress and, before it is 
held that Congress intended otherwise, this Court should 
require far more compelling reasons than the conclusions 
advanced by appellees and which we have assumed were 
their points 1 and 2. 

In our main brief (Page 16), as a part of our argument 
that Congress intended the limiting provision of Sec. 4915 
R. S. to mean exactly what it says and not to have the 
meaning given to it by appellees, we pointed out that under 
appellees' contention as advanced in the Court below (and 
as restated, without agrument, in paragraph 3, page 10 of 
their brief) each interference involved here would be before 
the District Court and the Court of Customs and Patent 
Appeals at the same time, yet in neither action would all 
the indispensable parties be present. Appellees have failed 
to answer our argument. 

Where there is a choice between orderly procedure re¬ 
sulting from a reasonable interpretation of the statute and 
chaotic procedure resulting from an unreasonable inter¬ 
pretation of the statute, the choice would appear to be quite 
obvious. 

In our main brief (Page 14), we also pointed out that 
to adopt the contention advanced by appellees—that the 
limiting provision of Sec. 4915 R. S. applies only to the 
applicant who has taken appeal under Sec. 4911 R. S.—this 
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Court must go contrary to Chase v. Coe, 31 Supp. 935, on 
appeal at 79 U. S. App. D. C. 152; 122 F(2d) 198. Wej 
pointed out that, in the Chase case, Chase was denied the i 
right to bring suit under Sec. 4915 R. S. to secure a patent 
on claims that he had previously lost to Avery on an appeal 
taken by Avery to the United States Court of Customs and 
Patent Appeals in an interference entitled Avery v. Chase, j 
In other words, this Court has already recognized the fact, 
and correctly so, that an appeal by one party to an inter- j 
ference may deprive the other party of the right to have 
the interference issue tried in a suit under Sec. 4915 R. S., 
unless he first brings about a dismissal of the suit by 
following the procedure under Sec. 4911 R. S. 

Appellees have failed to answer our contention, except 
that they attempt (Page 17 of their brief) to create the 
impression that Chase lost his right to bring suit under 
Sec. 4915 R. S. because Chase himself had previously ap¬ 
pealed to the Court of Customs and Patent Appeals. Their 
statement is incorrect. Chase lost his right to file a bill in 
equity because the appeal taken by Avery had been decided, i 
exactly in accordance with the limiting provision of Sec. 
4915 R. S. | 

We repeat, before it is held that Sec. 4915 R. S. means 
anything other than is plainly stated therein, i. e., before 
the intent of Congress as well as the holding in Chase v. 
Coe is disregarded, this Court should require far more 
compelling reasons than the conclusions advanced by appel¬ 
lees. | 

Reply to Appellees’ Point No. 3 

j 

In the second paragraph of their “Summary of Argu¬ 
ment” (Appellees’ Brief Page 4), appellees apparently 
make the point that “—the law contemplates only a single 
losing party and does not contemplate an interference pro¬ 
ceeding in which there are many losing parties,— 
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Appellees do not argue this point in their “Argument” 
and their failure to do so is understandable. After all, 
each of the actions, here involved, seeks the remedy of Sec. 
4915 R. S. in an interference involving at least two unsuc¬ 
cessful applicants. If Sec. 4915 R. S. does not contemplate 
such an action, we assume this Court must of necessity 
hold that the District Court lacks jurisdiction of the 
actions. 

Actually, however, it is quite obvious that Sec. 4915 R. 
S. does contemplate suits involving several unsuccessful 
applicants. It refers to “adverse parties” (plural) in 
requiring notice. Sec. 72a also refers to “adverse parties” 
(plural). Many such suits involving several unsuccessful 
applicants have been properly heard in this Court. 

Reply to Appellees’ Point No. 4 

In the third paragraph of their “Summary of Argu¬ 
ment”, appellees say “Carney’s action in appealing to the 
United States Court of Customs and Patent Appeals is 
not binding upon appellees and cannot prejudice their 
rights.” 

Here again we have an irrelevant statement, for no one 
has ever contended that the Carney appeals prejudiced 
Mallard’s right to file a bill in equity under Sec. 4915 R. S. 
All we have ever said is that Mallard and Hofheimer had 
no right under Sec. 4915 R. S. to file a bill in equity without 
first seeing to it that the Carney appeals were dismissed. 
In other words, the remedy provided by Sec. 4915 R. S. was 
available to Mallard and Hofheimer both before and after 
the Carney appeals, provided they met the requirements of 
the statutes. 


Reply to Appellees’ Point No. 5 

On page 4 of their brief in the fourth paragraph of their 
“Summary of Argument” and in their “Argument” on 
pages 9 and 10 of their brief, appellees appear to make the 





point that their filing of these actions contrary to th^ 
provisions of Sec. 4915 R. S. was due to the failure of th^ 
Clerk of the United States Court of Customs and Patent 
Appeals promptly to dismiss the Carney appeals. 

This is a ridiculous argument and a very unfair charge^ 
for the facts clearly show that in Civil Actions Nos. 38211 
and 38213 (Appeals 9727 and 9728) appellees gave notic4 
under Sec. 4911 R. S. on January 6, 1947, over two week j 
after they had filed their bills in equity. As far as those! 
two actions are concerned, appellees owe an apology to the) 
Clerk for their unfair charge. 

On this same point, appellees say (Page 23 of their brief) 
—“Chief Justice Laws was clearly correct in concluding 
that Appellees ’ rights should not be forfeited merely be¬ 
cause there was delay by the Court of Customs and Patent 
Appeals in dismissing Carney’s appeals to that Court”. 
Chief Justice Laws reached no such conclusion. How could 
he reach such a conclusion in view of the fact that the Court 
of Customs and Patent Appeals was not asked to dismiss 
the Carney appeals until after Civil Actions Nos. 38211 and 
38213 had been filed? 

Further, there is not a single case in the books where an 
applicant has lost his right to file a bill in equity under Sec. 
4915 R. S. by reason of delay on the part of the Court of 
Customs and Patent Appeals in dismissing an appeal pur¬ 
suant to a notice under Sec. 4911 R. S. Nor is there likely 
to be such a case in view of the time limits now set out in 
the statutes. Under Sec. 4911 R. S., an applicant has 40 | 
days in which to appeal. Following his appeal, a party 
adverse to him has 20 days in which to file a notice under 
Sec. 4911 R. S. That leaves such adverse party a minimum 
of four full months to see to it that the appeal is dismissed 
and his bill in equity is filed. If he fails to do so in four 
full months, he cannot very well blame his failure on the 
Court of Customs and Patent Appeals. 
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Further, when a notice is filed under Sec. 4911 R. S., the 
Court of Customs and Patent Appeals is not necessarily 
required to dismiss the appeal, thereby to relinquish juris¬ 
diction of the interference. In fact, where the appellant is 
a patentee, the Court will refuse to relinquish jurisdiction 
of the case by dismissing the appeal. See Preston v. White, 
9'2 F(2) S13; 35 U. S. P. Q. 359 and cases cited therein. 

Reply to Appellees’ Point No. 6 

In the fifth paragraph of their “Summary of Argument” 
(Page 5 of Appellees’ Brief) and in their “Argument” 
(Page 9 of Appellees’ Brief) appellees contend that “—ap- 
!>ellees have acted precisely in accordance with the stat¬ 
utes”. Just why they so contend, we cannot understand, 
for the District Court has held that appellees did not meet 
all the requirements of the statute in bringing their actions. 
In fact, the only question considered by the District Court 
in passing on our motions to dismiss was—is the require¬ 
ment in the “limiting provision” of Sec. 4915 R. S. (which 
appellees did not meet) a jurisdictional requirement or a 
mere formal requirement to be met at anytime prior to 
active prosecution of the action? The District Court con¬ 
sidered the requirement to be a mere formal requirement 
and therefore held for appellees. 

In contending that they “—have acted precisely in ac¬ 
cordance with the statutes”, and in refusing to argue the 
question relied upon by the District Court in holding in 
their favor, is it possible that appellees have lost faith in 
the reason advanced by the District Court in support of its 
decision and is it possible that they are unable to meet the 
argument ( set out as Point 1 beginning on page 9 of our 
main brief) to the effect that the limiting provision of Sec. 
4915 R. S. is jurisdictional in character, determining exactly 
when an unsuccessful party to an interference may file a 
complaint thereunder? 
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Reply to Appellees’ Summary of Appellants’ Authorities 

Appellees have reviewed the authorities, cited by uS, 
apparently to show that none of such authorities is based 
on facts similar to the facts involved in these appeals. Ih 
doing so, appellees apparently have misunderstood ouf 
purpose in citing such authorities. 

In brief, we cited these authorities to show, 

1. When an applicant elects to pursue the remedy 
provided in Sec. 4915 R. S., he must do so in the man* 
ner in which Congress has prescribed. This is true 
whether the facts are similar to the facts of the present 
actions or similar to the facts of Chase v. Coe, supra . j 

2. The Courts have always construed the “ limiting 
provision” of Sec. 4915 R. S. to be jurisdictional ip 
character, thereby to prevent an applicant from bring* 
ing suit under Sec. 4915 R. S. while an appeal in thd 
cause is pending or after the appeal has been decidedj 
regardless of which party took the appeal. Where thd 
appeal was taken by the party seeking to file a com-J 
plaint under Sec. 4915 R. S., see Jensen v. Lorenz 
(Page 10 of our main brief). Where the appeal was 
taken by a party other than the party seeking to file 
the complaint, see Chase v. Coe (Page 14 of our main 
brief). 

3. The Courts have likewise construed every other 
provision of Sec. 4915 R. S. to be jurisdictional in char¬ 
acter. (See pages 12 and 13 of our main brief). 

4. Jurisdiction of the District Court under Sec. 72a 
must be determined by the facts existing at the time 
the action was brought. Therefore, if the action was 
brought contrary to the provisions of Sec. 4915 R. S., 
there can be no jurisdiction under Sec. 72a. (Cases 
cited on page 17 of our main brief.) 
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CONCLUSIONS 

In conclusion we repeat what we have already said in 
our main brief. These actions were brought by the appel¬ 
lees. The issue—lack of jurisdiction—was raised in our 
answer but, for some reason or other, appellees completely 
ignored the issue, notwithstanding the fact they had sev¬ 
eral months in which to refile their complaints and thereby 
to avoid the jurisdictional questions here involved. Under 
the circumstances there are no equities in appellees’ favor. 
If they have lost their rights, it is merely because they 
steadfastly refused to follow the rules and statutes. 

We submit therefore that the District Court does not 
have jurisdiction of these actions and that the decision of 
the District Court should be reversed and the actions dis¬ 
missed. 

Respectfully submitted, 
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